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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
04/02/2010 has been entered. 

Response to Amendment 

Amendment received on 04/02/2010 is acknowledged and entered. Claims 1-32, 
48, 64, 80, 95 and 96 have been withdrawn from consideration. Claims 43-44, 59-60, 
65-79, 90-91 have been canceled. Claims 33, 49, 81 has been amended. Currently, 
claims 1-42, 45-58, 61-64, 80-89, 92-96 are pending in the application. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 33-42 and 45-47 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

A claimed process is eligible for patent protection under 35 U.S.C. § 101 if: 

"(1) it is tied to a particular machine or apparatus, or (2) it transforms a 
particular article into a different state or thing. See Benson , 409 U.S. at 
70 (Transformation and reduction of an article 'to a different state or 
thing' is the clue to the patentability of a process claim that does not 
include particular machines.'); Diehr , 450 U.S. at 192 (holding that use of 
mathematical formula in process 'transforming or reducing an article to a 
different state or thing' constitutes patent-eligible subject matter); see 
also Flook , 437 U.S. at 589 n.9 ('An argument can be made [that the 
Supreme] Court has only recognized a process as within the statutory 
definition when it either was tied to a particular apparatus or operated to 
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change materials to a 'different state or thing' '); Cochrane v. Deener , 94 
U.S. 780, 788 (1876) ('A process is. ..an act, or a series of acts, 
performed upon the subject-matter to be transformed and reduced to a 
different state or thing.'). 7 A claimed process involving a fundamental 
principle that uses a particular machine or apparatus would not pre-empt 
uses of the principle that do not also use the specified machine or 
apparatus in the manner claimed. And a claimed process that 
transforms a particular article to a specified different state or thing by 
applying a fundamental principle would not pre-empt the use of the 
principle to transform any other article, to transform the same article but 
in a manner not covered by the claim, or to do anything other than 
transform the specified article." (In re Bilski, 88 USPQ2d 1385, 1391 
(Fed. Cir. 2008)) 



Also noted in Bilski is the statement, "Process claim that recites fundamental 
principle, and that otherwise fails 'machine-or-transformation' test for whether such 
claim is drawn to patentable subject matter under 35 U.S.C. §101, is not rendered 
patent eligible by mere field-of-use limitations; another corollary to machine-or- 
transformation test is that recitation of specific machine or particular transformation of 
specific article does not transform unpatentable principle into patentable process if 
recited machine or transformation constitutes mere 'insignificant post-solution activity.'" 
(In re Bilski, 88 USPQ2d 1385, 1385 (Fed. Cir. 2008)) Examples of insignificant post- 
solution activity include data gathering and outputting. Furthermore, the machine or 
transformation must impose meaningful limits on the scope of the method claims in 
order to pass the machine-or-transformation test. Please refer to the USPTO's 
"Guidance for Examining Process Claims in view of In re Bilskr memorandum dated 
January 7, 2009, 

http://www.uspto.gov/web/offices/pac/dapp/opla/documents/bilski_guidance_memo.pdf . 

Independent method claim 32 recites the following limitations: "charging a 
customer account utilizing a computer..." and "calculating a second postage value for 
the parcel utilizing a computer...". There is no evidence that said "charging" and 
"calculating" steps are performed by the computer. The step of "utilizing" the computer 
may involve merely using the computer for storing calculated by a human operator data. 
As per "receiving", "transmitting" and "storing" data, said steps represent insignificant 
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post-solution activity only. Also, the mere recitation of a machine in the preamble in a 
manner such that the machine fails to patentably limit the scope of the claim does not 
make the claim statutory under 35 U.S.C. § 101 , as seen in the Board of Patent Appeals 
Informative Opinion Ex parte Langemyr et al. (Appeal 2008-1495), 
http://www.uspto.gov/web/offices/dcom/bpai/its/fd081495.pdf . The remaining 
dependent claims do not cure the 101 deficiency. Accordingly, claims 33-42 and 45-47 
fail the machine-or-transformation test, and, therefore, are non-statutory under § 101. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. 

Claims 33-42, 45-47, 49-58, 61-63, 81-89, and 92-94 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Kara (US 6,233,568 B1) in view of 
Manduley et al. (US 5,324,893) further in view of Sansone et al. (US 5,019,991) and 
further in view of Official Notice as evidenced by Lidow (US 6,889,197). 

Kara teaches a method, system and computer-readable medium having 
computer-readable instructions embedded therein for causing a computer to implement 
said method for receiving payment for postage for a parcel, comprising: 



Claims 33, 49, and 81, 
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receiving from the customer mailing information for a parcel, the mailing 
information comprising customer-determined attributes of the parcel (Figs. 7-8A; C. 5, L. 
60-67; C. 19, L. 55-65; C. 20, L. 62-67); 

calculating a first postage value based on the customer-determined attributes (C. 

5, L. 43-52; C. 9, L. 36-42); 

transmitting data to the customer to permit printing by the customer of a mailing 
label for the parcel, the mailing label including an indication of the first postage value (P. 

6, L. 1-2; C. 20, L. 1-3); 

charging a customer account for the first postage value and delivering the parcel 
with the mailing label indicating the first postage value (C. 6, L. 12-21; C. 22, L. 
13-19). 

Kara does not specifically teach: 

that said attributes comprising at least one of height, length, and thickness of the 

parcel; 

determining attributes of the parcel by the delivery system operator; 

calculating a second postage value for the parcel based on the operator- 
determined attributes; and 

transmitting a postage payment adjustment amount to the customer account 
based on a comparison between the first and second postage values. 

Manduley et al. teaches a method and system for verifying postage amount, 
wherein the actual/proper postage due is compared with the amount submitted by a 
sender (C. 4, L. 58-60). In operation, the geometrical dimensions of the individual 
mailpieces are obtained and compared with operator inputted dimensions of a sample 
of the mailpieces batch, the proper postage rate is computed and compared to the 
amount submitted by a sender, and a postage payment adjustment amount is 
transmitted to the customer account based on a comparison between the first and 
second postage values (C. 5, L. 53 - C. 6, L. 8; C. 6, L. 23-35), wherein necessary 
additional postage levied in the event the discrepancy exceeds a specified value (C. 6, 
L. 33-34) indicates "requesting additional payment when the second postage value is 
greater than the first postage value". 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Kara to include transmitting a postage payment 
adjustment amount to the customer account based on a comparison between the first 
and second postage values, as disclosed in Manduley et al., because it would 
advantageously allow to avoid returning short paid mail to the sender where more 
postage is required. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Kara and Manduley to include transmitting a postage 
payment adjustment amount to the customer account based on a comparison between 
the first and second postage values, as disclosed in Manduley et al., because it would 
advantageously allow to avoid returning short paid mail to the sender where more 
postage is required. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Kara and Manduley to include that said attributes 
comprising at least one of height, length, and thickness of the parcel, because it would 
advantageously allow to facilitate processing batches of mailpieces with enhanced 
accuracy by relying on important attribute of the sample taken (Manduley et al., C. 5, L. 
34-52). And it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify Kara and Manduley to include determining attributes 
of the parcel by the delivery system operator; calculating a second postage value for the 
parcel based on the operator-determined attributes; and transmitting a postage payment 
adjustment amount to the customer account based on a comparison between the first 
and second postage values, as disclosed in Manduley et al., because it would 
advantageously allow to avoid returning short paid mail to the sender where more 
postage is required. 

Sansone et al. (Sansone) teaches a method and system for verifying postage 
amount, wherein the actual/proper postage due is compared with the amount submitted 
by a sender, and if the postage amount exceeds the determined value, the sender 
account is debited to account for the discrepancy (C. 4, L. 5-15; C. 5, L. 15-22). 
Furthermore, Official Notice is taken that it is old and well known to credit customer's 
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account in the event of overpayment. For example, Lidow discloses crediting a 

customer's account in the event of an overpayment (C. 24, L. 49-59): 

The account of the customer who sent in payment 298 is reviewed 
for any other outstanding invoices (credit or debit balances) and 
payment 298 is applied to that customer's account. Finally, at 306, 
supply chain server 74 determines whether customer 72 made a 
full payment or overpaid for a given invoice 296. If there was no 
problem with payment 298, the invoice routine ends. Otherwise, 
error routine 308 is implemented where either a collection process 
is initiated based on the customer's past history or a credit is 
applied to the customer's account in the event of an overpayment. 

Therefore, It would have been prima face obvious to one having ordinary skill in 
the art at the time the invention was made to modify the combination of Kara and 
Manduley to include debiting customer account if the postage amount is less than the 
determined value, as disclosed in Sansone, and crediting customer account if the 
postage amount required exceeds the determined value, because it would 
advantageously allow to avoid returning mail to the customer when the customer's 
account has to be adjusted, as specifically stated in Sansone (C. 2, L. 33-35). 

Furthermore, said modification of the references would have been obvious to one 
of ordinary skill in the art at the time of the invention, since the claimed invention is 
merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 
KSR, 127 S.Ct. at 1740, 82 USPQ2d at 1396. 

As per negative limitation: "delivering the parcel with the mailing label indicating 
the first postage value without referencing the postage payment adjustment amount", 
neither reference positively teaches "delivering the parcel with the mailing label 
indicating the first postage value with referencing the postage payment adjustment 
amount", thereby suggesting said feature. 
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Claims 34, 35, 50, 51, 82 and 83. Kara discloses that the mailing 
information is received from the customer over a network (Fig. 1 A). 

Claims 34, 35, 50, 51 , 82 and 83. Ramsden discloses that the mailing 
information is received from the customer over a network (the Internet) (Fig. 1A). 

Claims 36, 52, 84. Kara discloses that the customer-determined attributes 
include at least one of height, length, weight, thickness, and weight of the parcel (Fig. 
8). 

Claims 37, 53, and 85. Kara discloses that the mailing information comprises at 
least one of return address information, destination address information, and payment 
information (Fig. 8). 

Claims 38, 39, 54, and 86. Kara discloses that the mailing information comprises 
at least one of return address information, destination address information, and 
payment information (Fig. 8). 

Claim 40, 56, 87. Kara discloses that the customer account is a credit card 
account (C. 31, L. 44). 

Claims 41 , 57, and 88. Kara discloses that the mailing label further comprises a 
unique identification code for the parcel (Fig. 3B; C. 9, L. 40-43). 

Claims 42, 45-47, 55, 58, 61-63, 89, 92-94, same reasoning as applied to 
independent claims. 



2. 
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Claims 33-42, 45-47, 49-58, 61-63, 81-89, and 92-94 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Ramsden et al. (US 6,105,014) in view of 
Manduley et al. (US 5,324,893) further in view of Sansone et al. (US 5,019,991) and 
further in view of Official Notice as evidenced by Lidow (US 6,889,197). 

Ramsden et al. (Ramsden) teaches a method, system and computer-readable 
medium having computer-readable instructions embedded therein for causing a 
computer to implement said method for receiving payment for postage for a parcel, 
comprising: 

Claims 33, 49, and 81, 

receiving from the customer mailing information for a parcel, the mailing 
information comprising customer-determined attributes of the parcel, said attributes 
comprising at least one of height, length, and thickness of the parcel (manual input by 
the customer including the dimensions of the parcel) (C. 20, L. 1 8-1 9); 

calculating a first postage value based on the customer-determined attributes (C. 

20, L. 65-67); 

transmitting data to the customer to permit printing by the customer of a mailing 
label for the parcel, the mailing label including an indication of the first postage value (C. 

21, L 15-35); 

charging a customer account for the first postage value (C. 19, L. 17-38; C. 22, L. 
43-62); 

determining attributes of the parcel comprising at least one of height, length, and 
thickness of the parcel by the delivery system operator (service personnel C. 22, L. 24- 
27) after the parcel is received by the delivery system operator for delivery (C. 21 , L. 39- 
54). 

Ramsden does not specifically teach: transmitting a postage payment adjustment 
amount to the customer account based on a comparison between the first and second 
postage values, wherein transmitting the postage payment adjustment amount further 
comprises: 
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requesting additional payment when the second postage value is greater than 
the first postage value, and generating a credit when the second postage value is less 
than the first postage value. 

Manduley et al. teaches a method and system for verifying postage amount, 
wherein the actual/proper postage due is compared with the amount submitted by a 
sender (C. 4, L. 58-60). In operation, the geometrical dimensions of the individual 
mailpieces are obtained and compared with operator inputted dimensions of a sample 
of the mailpieces batch, the proper postage rate is computed and compared to the 
amount submitted by a sender, and a postage payment adjustment amount is 
transmitted to the customer account based on a comparison between the first and 
second postage values (C. 5, L. 53 - C. 6, L. 8; C. 6, L. 23-35), wherein necessary 
additional postage levied in the event the discrepancy exceeds a specified value (C. 6, 
L. 33-34) indicates "requesting additional payment when the second postage value is 
greater than the first postage value". 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Ramsden to include transmitting a postage payment 
adjustment amount to the customer account based on a comparison between the first 
and second postage values, as disclosed in Manduley et al., because it would 
advantageously allow to avoid returning short paid mail to the sender where more 
postage is required. 

Sansone et al. (Sansone) teaches a method and system for verifying postage 
amount, wherein the actual/proper postage due is compared with the amount submitted 
by a sender, and if the postage amount exceeds the determined value, the sender 
account is debited to account for the discrepancy (C. 4, L. 5-15; C. 5, L. 15-22). 

Furthermore, Official Notice is taken that it is old and well known to credit 

customer's account in the event of overpayment. For example, Lidow discloses crediting 

a customer's account in the event of an overpayment (C. 24, L. 49-59): 

The account of the customer who sent in payment 298 is reviewed 
for any other outstanding invoices (credit or debit balances) and 
payment 298 is applied to that customer's account. Finally, at 306, 
supply chain server 74 determines whether customer 72 made a 
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full payment or overpaid for a given invoice 296. If there was no 
problem with payment 298, the invoice routine ends. Otherwise, 
error routine 308 is implemented where either a collection process 
is initiated based on the customer's past history or a credit is 
applied to the customer's account in the event of an overpayment. 

Therefore, It would have been prima face obvious to one having ordinary skill in 
the art at the time the invention was made to modify the combination of Ramsden and 
Manduley to include debiting customer account if the postage amount is less than the 
determined value, as disclosed in Sansone, and crediting customer account if the 
postage amount required exceeds the determined value, because it would 
advantageously allow to avoid returning mail to the customer when the customer's 
account has to be adjusted, as specifically stated in Sansone (C. 2, L. 33-35). 

Furthermore, said modification of the references would have been obvious to one 
of ordinary skill in the art at the time of the invention, since the claimed invention is 
merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 
KSR, 127 S.Ct. at 1740, 82 USPQ2d at 1396. 

As per negative limitation: "delivering the parcel with the mailing label indicating 
the first postage value without referencing the postage payment adjustment amount", 
neither reference positively teaches "delivering the parcel with the mailing label 
indicating the first postage value with referencing the postage payment adjustment 
amount", thereby suggesting said feature. 

Claims 34, 50, 82 Ramsden discloses said computer-implemented method and 
system wherein the mailing information is received from the customer via computer, 
thereby suggesting a network (Figs. 11,12, 15A-15D). 

Claims 35, 51 , and 83. Ramsden discloses all the limitations of claims 35, 51 , 67 
and 83, including receiving the mailing information from the customer via the network, 
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except that said information is received over the Internet. Official Notice is taken that the 
use of the Internet for receiving information is old and well known. The motivation to 
modify Ramsden to include the use of the Internet for receiving information would be to 
advantageously arrange the system in a distributed fashion, and presenting at the 
customer display guiding information which can be controlled from the central location, 
and promotional information which can be obtained from various remote sources 
(Ramsden, C. 19, L. 5-15) 

Claims 36, 52, 84. Ramsden discloses that the customer-determined attributes 
include weight of the parcel (Fig. 8). 

Claims 37, 53, and 85. Ramsden discloses that the mailing information 
comprises at least one of return address information, destination address information, 
and payment information. 

Claims 38, 39, 54, and 86. Ramsden discloses that the mailing information 
comprises at least one of return address information, destination address information, 
and payment information. 

Claim 40, 56, 87. Ramsden discloses that the customer account is a credit card 
account (C. 15, L. 37; C. 19, L. 17-21). 

Claims 41 , 57, and 88. Ramsden discloses that the mailing label further 
comprises a unique identification code for the parcel (bar-code) (C. 21, L. 22-29). 

Claims 42, 45-47, 55, 58, 61-63, 89, 92-94, same reasoning as applied to 
independent claims. 
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Response to Arguments 

Applicant's arguments filed 04/04/2010 have been fully considered but they are 
not persuasive. 

In response to applicant's arguments that claims as currently amended (in 
preamble) overcome the 101 issue, it is noted that the mere recitation of a machine in 
the preamble in a manner such that the machine fails to patentably limit the scope of the 
claim does not make the claim statutory under 35 U.S.C. § 101, as seen in the Board of 
Patent Appeals Informative Opinion Ex parte Langemyr et al. (Appeal 2008-1495), 
http://www.uspto.gov/web/offices/dcom/bpai/its/fd081495.pdf . Also, the following 
limitations of independent method claim 32:"charging a customer account utilizing a 
computer..." and "calculating a second postage value for the parcel utilizing a 
computer..." do not provide any evidence that said "charging" and "calculating" steps are 
performed by the computer. The step of "utilizing" the computer may involve merely 
using the computer for storing calculated by a human operator data. As per "receiving", 
"transmitting" and "storing" data, said steps represent insignificant post-solution activity 
only. The remaining dependent claims do not cure the 101 deficiency. Accordingly, 
claims 33-42 and 45-47 fail the machine-or-transformation test, and, therefore, are non- 
statutory under § 101. 

Applicant's arguments with respect to newly added limitations in claims 33, 49, 
and 81 have been considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Igor Borissov whose telephone number is 571-272- 
6801 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571-272-6708. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

/Igor N. Borissov/ 

Primary Examiner, Art Unit 3628 

01/03/2010 



